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KANNO ET AL. 




Art Unit 

1765 



.. The MAILING DATE oft his communication appears on th Tc^ver sheet with the correlp^ce address - 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

THE MAILING DATE OF THIS C ? MM UN' C ATION |nnoe¥en , hoW ever.rnayarep.y be timely filed 

- Extensionsofti m emaybeavailableundertheprovis l onsof37CFR1.136(a). Innoeven. 

after SIX (6) MONTHS from the mailing date of ,hls u p°^" , " n ' ca,1 °"- .„ „,,,„,. the s , atutorv minimum of thirty (30) days will be considered timely. 

- B the period for reply specified above is less than th.rty W d ^-^^^^ (6) MONTHS from the mailing date of this commun.cat.on. 
. If NO period for reply is specified above the to become ABANDONED (35 U.S.C. § 133). 

" ™ly°r:c« 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication® filed on 06 September 2002 . 
2a)D This action is FINAL. 2b)E This action is non-final. 

3) D Since this application is in condition for -r^nS^^S??! «?" * 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. n, u.v*. 

Disposition of Claims 

A)M Claim(s) UI is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) rE Claim(s) 14 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) |£l Claim(s) 9=11 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing® filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
1DD The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) H Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9( a) -(d) or (f). 

a)IEl All b)D Some*c)D None of: 

1 S Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No 



3 D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCTRule 1 7.2(a)) ^ 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made ofaclaim for domestic priority under 35 U.S.C. § 119(e) (to a provisional app.icat.on). 

a) □ The translation of the foreign language provisional application has been recerved^ 

1 5) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121 . 

Attachment(s) 

4) □ Interview Summary (PTO-41 3) Paper No(s). . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: 
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DETAILED ACTION 

This communication is responsive to applicant's request for reconsideration of 
the non-final rejection (mailed June 6, 2002) because the claim of foreign priority of the 
instant application (October 6, 1999) antedates the applied prior art of Sumitomo (July 
18, 2000). The last Office Action is withdrawn and a new Office Action is presented. 



Double Patenting 

1 The nonstatutory double patenting rejection is based on a judicially created 

iicphrar fFPd Cir 1985)- In re Van Omum, 686 F. 2d 937, 214 usru /oi i^v*™ 
1982? Tn re ^422 F.2d 438, 164 USPQ 619 (CCPA 1970); and, In re Thonngton, 
418 F*.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1f1W™y ^ 

37 CFR 3.73(b). 

2. Claims 1-4 and 7 are rejected under the judicially created doctrine of double 
patenting over claims 1, 3, 4. 5. and 9 of U. S. Paten. No. 6,472,357 B2 since the 
claims, if allowed, would improperly extend the "right to exclude" already granted in the 

patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: 
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instant claim 1. comprises a cleaning containing a hydroxide, water and a 
compound expressed in the following general formula (I) and/ or the following general 
formula (II): 

HO-MEOMPOMz-H 0 

where EO represents an oxyethylene group and PO represents an oxypropylene 
group, x and y represent integers satisfying x/(x ♦ y) = 0.05 to 0.4, and z represents a 
positive integer, for example and 

R-[((E0)x-(P0)»)2-H]m <") 

where EO, PO, x, y, and z are defined identically to EO, PO, x, y, and z in the 
genera, formula (I), R represents a residue of alcohol or amine excluding a hydroxyl 
group or a hydrogen atom of an amino group, and m represents an integer of at least 1 , 
which is the same as the electronic parts cleaning solution in claim 1 of US 6,472, 357 
B2. 

in instant claims 2 and 3, the cleaning agent that includes hydroxide such as 
ammonium, tetramethylammonium, potassium and sodium hydroxide, which are the 
same the hydroxide of the electronic parts cleaning solution in claim 3 of US '357 B2. 

in instant claims 4 and 6, the concentration of said hydroxide contained in said 
cleaning agent is 0.01 percent by weight to 31 percent by weight and the weight ratio of 
the general formula (I) or (II)) to hydroxide is from 0.3 X 10* to 1, are respectively the 
same as those of the cleaning solution in claims 4 and 5 of US '357 B2. 
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In instant claim 7, the pH of said cleaning agent is at least 8, which 
encompasses the pH of the cleaning solution that is 8 or more as in claim 9 of US '357 
B2. 

Instant claim 5 recites the mean molecular weight of the total of said 
oxypropylene group in said compound expressed in formula (I) or (II) is 500 to 5000, 
which is not explicitly disclosed in US '357 B2. Since formulas (I) and (II) and the 
hydroxide of the instant invention are the same as those of the cleaning solution in claim 
1 US '357, then it would be obvious that using the same cleaning solution would result 
in oxypropylene having the same molecular weight and same weight ratio as that of 
instant claim 5. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application, which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 

Claim Objections 

2. Claim 8 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lynette T. Umez-Eronini whose telephone number is 
703-306-9074. The examiner is normally unavailable reached on the First Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Benjamin Utech can be reached on 703-308-3836. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-972-9310 
for regular communications and 703-972-931 1 for After Final communications. 



Itue 

December 2, 2002 



